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DETAILED ACTION 

Claims 1-5 are pending and under examination. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more dian one year prior to the date of application for patent in the United States. 

Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by US 6,221,612 
(Knapp et al.) or by US 5,582,982 (Cubbage et al.). 

Claims are directed to a method for reducing backgroimd fluorescence comprising steps 
of labeling cells in a solution with a fluorescent agent that is permeant to the cells and contacting 
the solution with a chemical agent that modifies extracellular fluorescent agent, thus, reducing 
background fluorescent of the solution by at least 10%. Some claims are directed to an aqueous 
sample comprising cells labeled with the fluorescent agent and the chemical agent. 

US 6,221,612 (Knapp et al.) discloses a method for reducing background fluorescence 
comprising step of loading cells suspended in a solution with a fluorescent probe that is a photon 
producing agent and step of adding to the solution a chemical agent (a photon reducing agent) 
that modifies the fluorescent probe by reducing photon (example 7, col. 35-36). The cited patent 
teaches that the background fluorescent is reduced (col. 35, lines 32-33 and col. 36, lines 36-39) 
and that the reading of the cell-based assays is improved at least by 200-300 % (col. 35, line 57). 

US 5,582,982 (Cubbage et al.) discloses a method for reducing background fluorescence 
comprising step of labeling cells in a solution with fluorescein as a fluorescent agent that is 
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permeant to the cells and contacting the solution with chemical agent or dye that modifies 
extracellular fluorescent agent, thus, reducing background fluorescent of the solution. 

Thus, the cited patents disclose identical methods and aqueous samples and, therefore, 
anticipate the claimed invention. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5 rejected under 35 U.S.C. 103(a) as being unpatentable over US 6,221,612 
(Knapp et al.) and/or US 5,582,982 (Cubbage et al.) taken with Aldrich Catalogue (Aldrich 
Handbook of Fine Chemicals and Laboratory Equipment. 2000-2001, pages 28 and 121) and 
Kano et al. (Journal of Physical Chemistry, (1983), Vol. 87, No. 4, pages 566-569). 

Claims are directed to a method for reducing background fluorescence comprising steps 
of labeling cells in a solution with a fluorescent agent that is permeant to the cells and contacting 
the solution with a chemical agent that modifies extracellular fluorescent agent, thus, reducing 
background fluorescent of the solution by at least 10%. Some claims are directed to an aqueous 
sample comprising cells labeled with the fluorescent agent and the chemical agent. Some claims 
are further drawn to the use of acid black 48 as a chemical agent that modifies extracellular 
fluorescent agent and, thus, reduces background fluorescent. 

US 6,221,612 (Knapp et al) and/or US 5,582,982 (Cubbage et al.) are relied upon as 
explained above for the disclosure of methods for reducing background fluorescence in the cell- 
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based assays wherein chemical agents are used to modify extracellular fluorescent agent to 
reduce the background fluorescent. 

US 6,221,612 (Knapp et al.) and US 5,582,982 (Cubbage et al.) are lacking particular 
teaching about the use of acid black 48 for reduction of background fluorescence. 

However, US 5,582,982 (Cubbage et al.) suggests that dyes suitable for reduction of 
background fluorescence have polyaromatic moiety and amino group (col. 6, lines 61-65). The 
dye acid black 48 has polyaromatic moiety and amino group as shown on page 28 of Aldrich 
Catalogue. 

US 6,221,612 teaches that the chemical agents suitable for reduction of background 
fluorescence include photon reducing compounds that have absorption spectrum overlapping 
with the absorption, excitation or emission spectrum of a fluorescent agent or a photon producing 
agent applied in the assays and that photon reducing agents quench photon-producing agents. 
The cited reference by Kano et al. teaches that anthraquinone compounds provide for 
fluorescence quenching (entire document including title) and the Aldrich Catalogue demonstrates 
that Acid black 48 is an anthraquinone compound (page 28 and 121) and, thus, could provide for 
fluorescence quenching. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the claimed invention was made to use chemical agent(s) such as acid black 48 with a reasonable 
expectation of success in reducing background fluorescence in the cell-based fluorescence assays 
because acid black 48 is an anthraquinone compound providing for fluorescence quenching and 
having chemical structures similar to chemical agents suitable for reduction of background 
fluorescence as adequately taught and/or suggested by the prior art for a generic fluorescent 
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agent. Thus, the claimed invention as a whole was clearly prima facie obvious, especially in the 
absence of evidence to the contrary. 

The claimed subject matter fails to patentably distinguish over the state art as represented 
be the cited references. Therefore, the claims are properly rejected under 35 USC § 103. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vera Afremova whose telephone number is (571) 272-0914. The 
examiner can normally be reached from Monday to Friday from 9.30 am to 6.00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached at (571) 272-0926. 

The fax phone number for the TC 1600 where this application or proceeding is assigned 
is (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology center 1600, telephone number is (571) 272-1600. 
Vera Afremova 
AU 1651 

December 8, 2005 



VERA AFREMOVA 



PRIMARY EXAMINER 



